REMARKS 



A first non-final Office Action mailed August 24, 2004 has been received and 
carefully reviewed. Claims 1-56 are pending in the application. For the reasons set forth 
below, Applicant respectfully submits that the claimed invention is allowable over the cited 
references. 

The non-final Office Action dated August 24, 2004, indicated that claims 1-56 stand 
rejected under 35 U.S.C. § 103(a) as being unpatentable o\Qr Mer lino et al, (U.S. Patent 
(5,657,993) in view oiGuidi (U.S. Patent 5,839,732). 

Applicant respectfully contends that the Examiner has failed to establish a prima facie 
case of obviousness based on the combination of references of Merlino et al and Guidi under 
35 U.S.C. §103. In the Office Action, the Examiner contends that Merlino et al teaches all of 
the subject matter of the rejected claims except "the dealer placing a bet" and "calling the 
players' bets by the dealer." Guidi is relied on for supplying the elements missing in the 
Merlino et al teachings. 

Respectfully, Merlino et al fails to teach several features of Applicant's claims in 
addition to the elements acknowledged by the Examiner. Merlino et al teaches a method of 
playing a poker-type wagering game. The wagering game described in Merlino et al uses 
initial hands dealt to the players and the dealer, and community cards that may be used by the 
players and/or the dealer to make their completed hand. The wagering game can include a 
qualification requirement for the dealer. Merlino et al describes the quahfication requirement 
as follows: 

"after the final commimity card is exposed, the dealer will determine if 
he holds a predetermined qualifying hand. If the dealer does not hold 
such a qualifying hand, all of the remaining players will be paid 1-to-l 
on their contract bets only." (column 5, lines 42-48) 

Merlino et al does not teach or suggest deaHng or displaying a community hand if the 
dealer's starting hand meets the qualifying criteria as recited in various forms in Applicant's 
independent claims 1, 37, 47, 52, and 55. Clearly, in Merlino et al, the dealer determines if 
he holds a qualifying hand after displaying the final card of the community hand. Dealing or 
displaying the conmiunity hand, according to the teachings of Merlino et al, is not contingent 



on the dealer holding a qualifying hand. Similarly, Guidi does not disclose dealing or 
displaying a conimunity hand if the dealer's starting hand meets the qualifying criteria. The 
combination of Merlino et al and Guidi fails to teach or suggest the concept of dealing or 
displaying a community hand if the dealer's starting hand meets the qualifying criteria. 

To estabUsh prima facie obviousness of a claimed invention, the Examiner has the 
burden of proving that three basic criteria are met. First, there must be some suggestion or 
motivation to modify the reference or to combine reference teachings. Second, there must be 
a reasonable expectation of success. Finally, the prior art references must teach or suggest all 
the claim limitations. The teaching or suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the prior art, and not based on 
Applicant's disclosure. All three of these criteria must be met in order to support a finding of 
prima facie obviousness of a claimed invention {see, e.g., MPEP § 2142). 

The combination of Merlino et al and Guidi fails to teach or suggest all the claim 
limitations recited in Apphcant's rejected claims. Because the combination of Merlino et al 
and Guidi do not teach all of the claims limitations of Applicant's claims, the Examiner has 
failed to establish prima facie obviousness of Applicant's subject matter, for example, as 
recited in independent claims 1, 37, 47, 52, and 55. 

Dependent claims 2 — 36, 38 — 46, 53, 54, and 56, which are dependent fi-om 
independent claims 1, 37, 47, 52, and 55, were also rejected under 35 U.S.C. §103(a) as 
identified above. While Applicant does not acquiesce with any particular rejections to these 
dependent claims, it is believed that these rejections are now moot in view of the remarks 
made in connection with independent claims 1, 37, 47, 52, and 55. These dependent claims 
include all of the limitations of the base claim fi-om which they depend and any intervening 
claims, and recite additional features which further distinguish these claims from the cited 
references. "If an independent claim is nonobvious under 35 U.S.C. §103, then any claim 
depending therefirom is nonobvious." M.P.E.P. §2143.03; citing In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988). Therefore, dependent claims 2—36, 38—46, 53, 54, and 56 
are also allowable over the asserted combinations. 



CONCLUSION 

Applicants respectfully submit that the pending claims are patentable over the cited 
prior art of record, and that the application is in condition for allowance. If the Examiner 
believes it necessary, the imdersigned attorney of record may be contacted at 651-686-6633 
(ext. 110) to discuss any issues related to this case. 

Respectfully submitted, 

Crawford Maunu PLLC 
1270 Northland Drive, Suite 390 
St. Paul, MN 55120 
651-686-6633 (ext. 110) 
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